
Background Note on the Eurasian Patent Convention

The nine CIS countries ratified the Eurasian Patent Convention (EAPC)
. The Eurasian Patent Convention
 establishes the Eurasian Patent System and the European Patent Office. EAPC was envisioned as a successor of the Soviet patent system, which dissolved in 1991. The Eurasian Patent Convention became effective on January 1, 1996. 

The Eurasian Patent Office has only recently begun granting patent rights; Eurasian patents are now being cited before patent authorities, including in the U.S.  The EAPC contains sections that describe the minimum required content of national patent regulations both in terms of substance (Article 14) and procedure (Article 15). These requirements are compulsory. According to Article 3 (2) of the Patent Law of the Republic of Kazakhstan
, for example, in case there is any discordance between the national law and the Convention, the latter prevails.

EAPC allows for patent protection by filing a single application in Russian with the Eurasian Patent Office (EAPO) in Moscow, designating all of the Convention states. There are requirements for completion of the patent in the various contracting states, or for filing translations of the patent in national languages - Russian is sufficient.  In other words, with one application the successful applicant can receive protection in all nine EAPC member states (or in selected countries, for which the patent holder chooses to pay the annual fees).

      The requirements for patentability under the Eurasian Convention are novelty, inventive step, and industrial applicability. The Convention does not include more specific provisions on what is a patentable subject matter – in particular whether new uses of known substances are patentable. However, it requires the member states to adopt such definitions in their national laws, or regulations (see below).  Rule 3 (2) and (3) of the Patent Regulations under the EAPC
 contains a list of certain inventions that are not protectable – for instance plant varieties and animal breeds, scientific theories and mathematical methods, symbols, schedules and rules, algorithms and computer programs, etc.  The term of the Eurasian patent is 20 years from the filing date of the application.

The Convention establishes the presumption that the applicant is deemed to be entitled to the Eurasian patent (Article 7 (2)). The EAPC further provides for provisional protection of applicants after publication of the patent application. In other words, any applicant is presumed to have the right to the patent s/he applies for and is protected even before the application is examined - as long as the application is published. The Agreement on Trade-related Aspects of Intellectual Property Rights (TRIPS) of the World Trade Organization (WTO)
, which establishes the minimum requirements for intellectual property protection, does not cover provisional protection of patents.

Article 12 EAPC regulates the matter of compulsory licenses (CL)
. According to the EAPC provisions CL may be granted in conformity with the Paris Convention for the Protection of Industrial Property
. This means that CL can be granted only upon existing national legislative measures for compulsory licensing (Article 5(2) of the Paris Convention). These measures exist in Kazakhstan national laws and are discussed below. The Paris Convention further provides that CL may be applied only after the expiration of 4 years from the date of filing of the patent application or 3 years from the date of the grant of the patent, whichever period expires last (Article 5 (3) of the Paris Convention). Lastly, this means that CL can be refused if the patentee justifies inaction with legitimate reasons. According to the Paris Convention, CLs are not exclusive and not transferable – which means that a CL has to be issued for each compulsory licensee.  Article 12 (2) EAPC provides that the decision to grant a compulsory license may be contested in the courts or before other competent authorities. According to Article 33 of the Patent Law of Kazakhstan disputes over compulsory licenses are decided by the courts only. The opportunity to grant compulsory licenses is one of the important flexibilities of the TRIPS Agreement. No TRIPS provision requires that dispute over these licenses are settled exclusively by the courts.

Article 13(2) EAPC provides for the same civil or other liability for Eurasian patents as for the national patents issued in the states-parties to the Convention. Introducing such “other” liability – e.g. administrative penalties – for patent infringements is inconsistent with the civil law nature of patents, and is not required by TRIPS.  However, Article 128 of the Code of Administrative Misdemeanors of Kazakhstan
 establishes administrative liability for the “illegal use of an invention” (without defining what constitutes an “illegal use”) and establishes high fines, which are increased in case the act is repeated within one year. TRIPS does not require any such measures.

Article 20 EAPC establishes that in case of conflict between the Patent Cooperation Treaty and its Regulations and the Convention, the former shall prevail. Article 3 (4) stipulates that the World Intellectual Property Organization (WIPO) is represented at the meetings of the Administrative Council of EAPO, which is its supreme governing body. The WIPO representatives have advisory capacity according to the Cooperation agreement between EAPC and WIPO.  

The Administrative Council of EAPO has adopted Patent Regulations (PR) under EAPC, which set forth the Eurasian Patent System in greater detail. Rule 17 PR establishes infringement of patent rights and Rule 18 PR establishes the liability for it. According to Rule 18 (1) the remedies for infringement include the suppressions of the infringements, damages, compensation for moral harm, and other remedies provided by national laws of member states. The use for scientific research, the individual prescriptions, and the private non-commercial use are excluded from the scope of infringements (Rule 19). The last paragraph of the same Rule establishes a national exhaustion of rights
 for a patented product after this product has been legally marketed in an EAPC member state where it is protected by a Eurasian patent, only for the territory of this member state. TRIPS does not require the compensation of patent owners for moral damages, nor does it require compensation for lost profit. The doctrine of “exhaustion of rights” is related to the opportunity to provide parallel importation of patented goods (at the lowest possible price), which is allowed by TRIPS.
 In order for this to be achieved a regional or international exhaustion of rights principle has to be adopted - which is not the present case.

	Issue
	TRIPS
	EAPC and its Regulations

	Patentability Criteria
	Products or processes ONLY, new, inventive step, industrially applicable (Article 27).
	New, inventive step, industrially applicable, unclear for what (national law has to decide).



	Duration of Patents
	20 years from filing the patent application (Article 33).
	20 years from the filing date of the application, but establishes presumption that the applicant has the right, as long as the application is published (provisional protection). This is a TRIPS-plus standard.

 

	Parallel Importation
	TRIPS allows international exhaustion of rights and parallel importation. (Article 6 TRIPS). No consent of patent holder needed. 
	Rule 17 and 18 of the Regulations make parallel importation under international exhaustion an infringement of a Eurasian patent. Rule 18 establishes national exhaustion. This is a TRIPS-plus standard.



	Compulsory Licenses
	Govt. grants a license to a 3rd party to use patent without consent of the patent holder who receives adequate remuneration. For failure to exploit the patent, public interest reasons, national emergencies, remedies of anticompetitive practices. No tolerance period before granting. Fast procedure (in the US more than 10,000 CL). Predominantly for the local market (Article 31 TRIPS). 


	Article 12 – refers to the Paris Convention for the Protection of Industrial Property - allowed only if included in national law, applicable only 4 years after filing the patent application or 3 years from granting the patent. Article 12 (2) EAPC – CLs can be contested in courts. This is a TRIPS-plus standard.



	Government Use
	"Public non-commercial use”; Government right (govt. agency, department, or contractor) to use patent in the public interest without the consent of the patent holder; Fast-track approach; No need for prior negotiation with patent holder 31(b); Payment of “adequate remuneration”. Similar to CL (Article 31 TRIPS). 
	Not covered by these texts except in the part on compulsory licenses.


� EAPC has been ratified by Armenia, Azerbaijan, Belarus, Kazakhstan, the Kyrgyz Republic, Moldova, the Russian Federation, Tajikistan and Turkmenistan.


� The text of the Eurasian Patent Convention in English is available at:   � HYPERLINK "http://www.eapo.org/eng/ea/documents/konvenci.html" ��http://www.eapo.org/eng/ea/documents/konvenci.html� 


� The text of the Patent Law of the Republic of Kazakhstan in Russian is available at:  � HYPERLINK "http://www.kazpatent.org/russian/acts/patent_law.html"��http://www.kazpatent.org/russian/acts/patent_law.html� 


� The text of the Regulations under the EAPC in English is available at: � HYPERLINK "http://www.eapo.org/eng/ea/documents/" ��http://www.eapo.org/eng/ea/documents/� 





� The text of the WTO TRIPS Agreement in Russian is available at: 


� HYPERLINK "http://www.wto.ru/ru/content/documents/docs/pril1С.doc" ��http://www.wto.ru/ru/content/documents/docs/pril1С.doc�


� In the compulsory licensing procedure the government grants a license to a 3rd party to use a patent without the consent of the patent holder (Art. 31 TRIPS). The patent holder receives adequate remuneration. CL can be given due to the failure of holder to exploit the patent, for public interest reasons, in national emergencies, as remedies for anticompetitive practices. Under TRIPS there is no requirement for expiration of a tolerance period before the granting of a CL.


� The text of the Paris Convention for the Protection of Industrial Property is available at:


� HYPERLINK "http://wipo.int/treaties/ru/ip/paris/paris.html" ��http://wipo.int/treaties/ru/ip/paris/paris.html� 


� The text of the Code on Administrative Misdemeanors of Kazakhstan is available at:


� HYPERLINK "http://www.pavlodar.com/zakon/?dok=00524&ogl=all" ��http://www.pavlodar.com/zakon/?dok=00524&ogl=all� 


� There are three regimes of “exhaustion of rights” – national, regional and international. Countries may choose. Once the patented product/process is released into commerce in a country/region/anywhere, the exclusive rights are considered “exhausted”. International exhaustion under the WTO entitles countries to import patented product from any other WTO Member state where patented product is available for a lower price (parallel importation). Article 6 TRIPS allows international exhaustion.


� See Article 6 TRIPS: For the purposes of dispute settlement under this Agreement, subject to the provisions of Articles 3 and 4 nothing in this Agreement shall be used to address the issue of the exhaustion of intellectual property rights.









